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A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
EagleMfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d467, 114 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

Claims 33 and 38-41 are provisionally rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 43-47 of copending Application No. 1 1/793,303, respectively. This is 
a provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 

Claims 33 and 38-41 are directed to the same invention as that of claims 43-47 of 
commonly assigned 1 1/793,303. The issue of priority under 35 U.S.C. 102(g) and possibly 35 
U.S.C. 102(f) of this single invention must be resolved. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

Since the U.S. Patent and Trademark Office normally will not institute an interference 
between applications or a patent and an application of common ownership (see MPEP Chapter 
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2300), the assignee is required to state which entity is the prior inventor of the conflicting subject 
matter. A terminal disclaimer has no effect in this situation since the basis for refusing more 
than one patent is priority of invention under 35 U.S.C. 102(f) or (g) and not an extension of 
monopoly. 

Claims 33-56 are directed to an invention not patentably distinct from claims 43-57, and 
59-64 of commonly assigned 10/559,970, claims 37-55, 58, and 60-68 of commonly assigned 
1 1/630,604, and claims 35-66 of commonly assigned 1 1/793,303,. Specifically, the method steps 
recited in the instant claims appear to be included in the claims of the copending applications. It 
is submitted that the biomass recited in claim 43 of 10/559,970 is considered patentably 
indistinguishable from the sewage sludge recited in instant claim 33. It is further submitted that 
the amount of biocide added to reduce sludge bulking as in claim 37 of 1 1/630,604, would 
reduce pathogen content as recited in instant claim 33. 

Since there is no showing of common ownership at the time the instant invention was 
made in the instant application, the assignee is required to either (a) Name the first inventor of 
conflicting subject matter under 102(f) or (g), or show the inventions of the applications were 
commonly owned at the time the instant invention was made in accordance with MPEP 804. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(f) he did not himself invent the subject matter sought to be patented. 

Claims 33-56 are rejected under 35 U.S.C. 102(f) because the applicant did not invent the 
claimed subject matter. It is submitted that application 1 1/793,303 appears to present evidence 
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that the inventive entity in the instant application did not invent the subject matter recited in the 
instant claims. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the ait to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 33-56 are rejected under 35 U.S.C. 102(f)/103a because the applicant did not 
invent the claimed subject matter. It is submitted that applications 10/559,670 and 1 1/630,604 
appear to present evidence that the inventive entity in the instant application did not invent the 
subject matter recited in the instant claims. It would have been obvious to one skilled in the art 
that the biomass disclosed in 10/559,670 and the sludge disclosed in 1 1/630,604 would include 
sewage sludge formed in a wastewater treatment plant used for the treatment of industrial or 
municipal effluent, and the amounts of biocide added in the above applications would reduce 
pathogen content as in the instant process. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Peter A. Hruskoci/ whose telephone number is (571) 272-1 160. 
The examiner can normally be reached on Monday through Friday from 8:00AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Duane Smith can be reached on (571) 272-1 166. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Peter A. Hruskoci/ 
Primary Examiner 
Art Unit 1797 
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